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Disposition of Claims 

4) ^ Claim(s) 3^6 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 3J5 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 
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DETAILED ACTION 

1 . Upon further consideration, the subject matter indicated as being allowable in the 
office action of September 20, 2006 was determined to be unsupported by the originally 
filed disclosure. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



3. Claim 5 is rejected under 35 U.S.C. 102(e) as being anticipated by U.S. Patent 
7,060,593 (Kurosawa et al. '593). It is noted that the U.S. Patent Publication 
2003/0060021 (Kurosawa et al. '021) has the same disclosure as 7,060,593 and is prior 
art under 35 U.S.C. 102(a). For purposes of clarity, the citations to Kurosawa et al. will 
be to the U.S. Patent (Kurosawa et al. '593). 

Kurosawa et al. shows a method and apparatus for removing semiconductor dies 
from an adhesive sheet comprising, in order: bringing suction members, 44-1, 44-2, 44- 
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3... 44-7, into contact with the lower surface, 42-2, of the sheet, 41, and sucking the 
sheet so that the deformation of the chip, 1 , held on the sheet is reformed; recognizing 
the chip by capturing an image of the chip held on the sheet with a camera, 4; 
positioning the chip to be picked up relatively to the pick-up head, 10, on the basis of 
the recognition result; separating the sheet from the chip by sucking the sheet from 
sucking grooves with boundary zones, 45, kept in contact with a lower surface of the 
sheet; and a holding step of holding an upper surface of the chip separated from the 
sheet using the pick-up head (Figs. 45, 46A, 46B, 46C, 47A, 47B; column 17, line 22 to 
column 18, line 29, column 18, lines 38-57). 

4. Claim 5 is rejected under 35 U.S.C. 102(b) as being anticipated by Japanese 
Patent Publication 10-163133 (Seiichi). Seiichi shows a method and apparatus for 
removing semiconductor dies from an adhesive sheet comprising, in order: bringing 
suction members, 102, into contact with the lower surface of the sheet, 106, and 
sucking the sheet so that the deformation of the chip, 105, held on the sheet is 
reformed; recognizing the chip by capturing an image of the chip held on the sheet with 
a camera, 111; positioning the chip to be picked up relatively to the pick-up head, 110, 
on the basis of the recognition result; separating the sheet from the chip by sucking the 
sheet from sucking grooves, 4, with boundary zones, 103, kept in contact with a lower 
surface of the sheet; and a holding step of holding an upper surface of the chip 
separated from the sheet using the pick-up head (Figs. 9A, 9B, 10A, 10B, English 
Abstract). 
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Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
•making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 3, 4, and 6 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. The specification does not enable one of ordinary skill in the art to perform 
the method wherein the sheet separating step is implemented where the "suction 
members have left the lower surface of said sheet." In the specification and drawings, 
the suction members never leave the lower surface of the sheet as they pull the sheet 
with them as they descend. 

Allowable Subject Matter 

7. The following is a statement of reasons for the indication of allowable subject 
matter: The method claims 3, 4, and 6 would be allowable if the language were 
amended to indicate that the suction members leave the suction plane rather than the 
lower surface of the sheet. Applicant is advised that the suction plane should also be 
defined in the claims. 
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Response to Arguments 

8. Applicant's arguments filed November 30, 2006 have been fully considered but 
they are not persuasive. Regarding apparatus claim 5, method of use limitations are not 
given patentable weight in an apparatus claim. As indicated above, the method claims 
have been reconsidered and upon further consideration, the current claim language is 
unsupported by the specification. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark A. Osele whose telephone number is 571-272- 
1235. The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Fiorilla can be reached on 571-272-1 187. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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